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DETAILED ACTION 
Specification 

1 . The abstract of the disclosure is objected to because its length exceeds the 1 50- 
word limit. 

Correction is required. See MPEP § 608.01(b). 



Ciaim Objections 

2. Claims 1,11,14, and 22 are objected to because of the following informalities: 

In claim 1, line 11, to avoid problems of antecedent basis, "the likelihood" should 
be —a likelihood--. 

In claim 1, line 13, to avoid problems of antecedent basis, "the likelihood" should 
be —a likelihood—. 

In claim 11, line 8, to avoid problems of antecedent basis, "the likelihood" should 
be ™a likelihood—. 

In claim 1 1 , line 15, to avoid problems of antecedent basis, "the likelihood" 
should be —a likelihood—. 

In claim 14, line 4, "module stored" should be ---module, stored—. 

In claim 14, line 6, to avoid problems of antecedent basis, "the likelihood" should 
be —a likelihood—. 

In claim 14, line 1 1 , "module stored on the tangible medium the" should be — 
module, stored on the tangible medium, the™. 
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In claim 14, line 14, "module stored on the tangible medium the" should be — 
module, stored on the tangible medium, the--. 

In claim 14, line 18, to avoid problems of antecedent basis, "the likelihood" 
should be —a likelihood—. 

In claim 22, lines 4-5, to avoid problems of antecedent basis, "the likelihood" 
should be —a likelihood™. 

In claim 22, lines 14-15, to avoid problems of antecedent basis, "the likelihood" 
should be —a likelihood—. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-27 are rejected under 35 U.S.C, 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 is considered to be vague and indefinite because lines 17-19 recite, 
"determining a probabilistic estimate that each of the resources in the group of the 
plurality of resources is good based on the performance of the test on the group of 
the plurality of resources". This limitation is considered to be vague and indefinite 
because it refers to an estimate and performance of "the group" while the claim 
earlier presents "iteratively performing the test on various groups". Therefore, it is 
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unclear to one having ordinary skill in the art as to which of the various groups "the 
group" refers. 

Claims 11,14, and 22 are similarly rejected for their similar recitations regarding 
"the group" on in line 15 of claim 11, lines 17 and 18 of claim 14, and lines 13 and 15 
of claim 22. 

Claim 14 is further considered to be vague and indefinite because it specifies a 
"computer program. ..comprising a tangible medium" and it is unclear to one having 
ordinary skill in the art how a program itself can comprise a medium as opposed to a 
medium comprising a program. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being incomplete 
for omitting essential steps because the claim presents "A method of probabilistic 
defect isolation in a system" without any step related to and/or for performing defect 
isolation. See MPEP § 2172.01. 

Claims 14 and 22 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential elements because the claims present "A computer 
program for probabilistic defect isolation in a system" and "A computer system for 
probabilistic defect isolation", respectively, without any module related to and/or for 
perfomiing defect isolation. See MPEP § 2172;01 . 
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Claims 2-10, 12, 13, 15-21, and 23-27 rejected under 35 U.S.C. 112, second 
paragraph, because they incorporate the lack of clarity present in their respective 
parent claims. 

Claim Rejections • 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 14-21 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 14-21 present a computer program comprising a plurality of modules. 
These modules are considered to be data structures that do not define any 
functional interrelationships between the data structures and other claimed aspects 
of the invention which permit the data structure's functionality to be realized. It has 
been held that such a data structure is considered to be non-statutory under 35 
U.S.C. 101 (See e.g., Wannerdam 33 F.3d at 1361. 31 USPQZd at 1760). 

Further, apart from the utility requirement of 35 U.S.C. 101, usefulness under the 
patent eligibility standard requires significant functionality to be present to satisfy the 
useful result aspect of the practical application requirement (See Arrhythmia, 958 
F.2d at 1057, 22 USPQ2d at 1036). Merely claiming nonfunctional descriptive 
material stored in a computer-readable medium does not make the invention eligible 
for patenting. For example, a claim directed to a word processing file stored on a 
disk may satisfy the utility requirement of 35 U.S.C. 101 since the information stored 



Application/Control Number: 10/797,499 Page 6 

Art Unit: 2857 

may have some "real world" value. However, the mere fact that the claim may satisfy 
the utility requirement of 35 U.S.G. 101 does not mean that a useful result is 
achieved under the practical application requirement. The claimed invention as a 
whole must produce a "useful, concrete and tangible" result to have a practical 
application. In the instant case, the limitations of claims 14-21 only provide code 
modules that do not provide any "useful, concrete, and tangible" result. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 11, 13-19, and 21-25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 5,327,437 to Balzer. 

With respect to claim 1 1 , Balzer discloses a system comprising a set that 
comprises a plurality of resources (column 1, lines 15-17), each of the plurality of 
resources having at least one characteristic (i.e. electrical parameters) (column 1, 
lines 17-20), each of the plurality of resources being defined to be good if the 
characteristic of that resource meets a predetermined criterion and being othenA/ise 
defined to be bad (column 1. lines 28-40 and column 8, lines 16-21), means for 
assigning to each resource in a group of the plurality of resources an initial 
probabilistic estimate of the likelihood that each of the resources in the group of the 
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plurality of resources is good (column 16, lines 23-25), means for assigning a 
probabilistic estimate of the likelihood that the group of the plurality of resources 
might accidentally pass the test (column 17, lines 31-41 and column 18, lines 18-53 
and 61-68), means for iteratively performing a test on various groups of the plurality 
of resources (column 7, lines 40-42 and column 19, lines 33-37), and means for 
determining a probabilistic estimate that each of the resources in the groups of the 
plurality of resources is good based on the performance of the test on the groups of 
the plurality of resources and based on a probabilistic estimate of the likelihood that 
the group of the plurality of resources might accidentally pass the test (i.e. return to 
testing procedure and repeat testing and probabilistic estimate determination of the 
likelihood that the resource is good) (column 15, lines 60-64 and column 16, lines 
12-26). 

With respect to claim 13, Balzer discloses means for determining the probabilistic 
estimate of the likelihood that the group of the plurality of resources might 
accidentally pass the test (column 17, lines 31-41 and column 18, lines 18-53 and 
61-68). 

With respect to claims 14 and 22, Balzer discloses a computer program for 
probabilistic defect isolation in a system comprising a tangible medium embodied on 
a computer as part of a system (column 7, lines 29-42), 

With respect to claims 15 and 23, Balzer discloses a counting module stored on 
the tangible medium and adapted to count a number of iterative tests (i.e. sum. of 
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number of good and number of bad) and a number of particular test outcomes (i.e. 
number of good) (column 18, lines 60-68). 

With respect to claim 16 and 24, Balzer discloses a probability determining 
module stored on the tangible medium adapted for detemnining the probabilistic 
estimate that each of the resources in the group of the plurality of resources is good 
by determining a ratio of the number of iterative tests and the number of particular 
test outcomes (column 18, lines 60-68). 

With respect to claim 17, Balzer discloses a counting module stored on the 
tangible medium adapted for counting a number of iterative tests and a number of 
particular test outcomes as summations of probabilities (i.e. a running sum of 
probabilities) (column 18, lines 60-68 and column 19, lines 4-8). 

With respect to claim 18, Balzer discloses a counting module stored on the 
tangible medium and adapted for counting a number of iterative tests by increasing 
the number of iterative tests for each iterative test by a value based on the 
probabilistic estimate of the likelihood that the group of the plurality of resources 
might accidentally pass the test (column 18, lines 60-68 and column 19, lines 15-20). 

With respect to claim 19, Balzer discloses a counting module stored on the 
tangible medium adapted for counting a number of particular test outcomes by 
increasing the number of particular test outcomes for each particular outcome by a 
value based on the probabilistic estimate of the likelihood that the group of the 
plurality of resources might accidentally pass the test (column 19, lines 15-20). 
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With respect to claim 21 , Balzer discloses a second estimate module stored on 
the tangible medium being adapted to determine the probabilistic estimate of the 
likelihood that the group of the plurality of resources might accidentally pass the test 
(i.e. return to testing procedure and repeat testing and probabilistic estimate 
determination of the likelihood that the resource is good based on new limits 
corrected for the probability that a resource might accidentally pass the test) (column 
15, lines 60-64, column 16, lines 12-26 and column 19, lines 25-32). 

With respect to claim 25, Balzer discloses a counting module adapted for 
counting a number of particular test outcomes by increasing the number of particular 
test outcomes for each particular outcome by a value of a probabilistic estimate of 
the likelihood that the group of the plurality of resources correctly passes the test 
(column 19, lines 14-21) which is identical to increasing the number of particular test 
outcomes by a value of one minus a probabilistic estimate of the likelihood that the 
group of the plurality of resources accidentally/incorrectly passes (see for example, 
Balzer's teaching that a pass error rate is equal to one minus an pass accuracy 
(column 19, line 25) as well as the knowledge of one having ordinary skill in the art 
(U.S. Patent No. 6,707,936 to Winter et al., U.S. Patent Application Publication No. 
2003/0172074 to Highleyman et al. and U.S. Patent Application Publication No. 
2003/0126103 to Chen etal.) 

Claim Rejections - 35 USC § 103 
9. The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 
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obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

lO.CIaims 1-8, 10, 12, 20, and 26 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Balzer in view of U.S. Patent No. 6,055,463 to Cheong et al. 

With respect to claim 1 , Balzer discloses a method of probabilistic defect isolation 

in a system, comprising identifying a plurality of resources (i.e. electronic 

assemblies) (column 1, lines 15-17), each resource in the plurality of resources 

having at least one characteristic (i.e. electrical parameters) (column 1, lines 17-20), 

each resource in the plurality of resources being defined to be good if the 

characteristic of that resource meets a predetermined criterion and being otherwise 

defined to be bad (column 1, lines 28-40 and column 8, lines 16-21), defining a test 

to apply to a group of the plurality of resources (column 10, lines 1-5), assigning to 

each resource in the group of the plurality of resources an initial probabilistic 

estimate of the likelihood that that resource is good (column 16, lines 23-25), 

assigning a probabilistic estimate of the likelihood that the group of the plurality of 

resources might accidentally pass the test (column 17, lines 31-41 and column 18, 

lines 18-53 and 61-68), iteratively performing the test on various groups of the 

plurality of resources (column 7, lines 40-42 and column 19, lines 33-37), and 

determining a probabilistic estimate that each of the resources in the group of the 

plurality of resources is good based on the performance of the test on the group of 

the plurality of resources (i.e. return to testing procedure and repeat testing and 
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probabilistic estimate determination of tlie lil<elihood that the resource is good) 
(column 15, lines 60-64 and column 16, lines 12-26). 

With respect to claims 2 and 3, Balzer discloses counting a number of iterative 
tests (i.e. sum of number of good and number of bad) and a number of 
particular/successful test outcomes (i.e. number of good) (column 18, lines 60-68). 

With respect to claim 4, Balzer discloses determining the probabilistic estimate 
that each of the resources in the group of the plurality of resources is good by 
determining a ratio of the number of iterative tests and the number of particular test 
outcomes (column 18, lines 60-68). 

With respect to claim 5, Balzer discloses counting the number of iterative tests 
and the number of particular test outcomes as summations of probabilities (i.e. a 
running sum of probabilities) (column 18, lines 60-68 and column 19, lines 4-8). 

With respect to claim 6, Balzer discloses counting a number of iterative tests by 
increasing the number of iterative tests for each iterative test by a value based on 
the probabilistic estimate of the likelihood that the group of the plurality of resources 
might accidentally pass the test (column 18, lines 60-68 and column 19, lines 15-20). 

With respect to claim 7, Balzer discloses counting a number of particular test 
outcomes by increasing the number of particular test outcomes for each particular 
outcome by a value based on the probabilistic estimate of the likelihood that the 
group of the plurality of resources might accidentally pass the test (column 19, lines 
15-20). 
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With respect to claim 10, Balzer discloses determining the probabilistic estimate 
that each of the resources in the group of the plurality of resources is good based on 
the probabilistic estimate of the likelihood that the group of the plurality of resources 
might accidentally pass the test (i.e. return to testing procedure and repeat testing 
and probabilistic estimate determination of the likelihood that the resource is good 
based on new limits corrected for the probability that a resource might accidentally 
pass the test) (column 15, lines 60-64, column 16, lines 12-26 and column 19, lines 
25-32). 

As noted above, the invention of Balzer teaches many of the features of the 
claimed invention and while the invention of Balzer does teach performing a test on 
multiple DUTs/resources (column 7, lines 18-20 and 40-42, column 9, lines 47-49 
and column 10, lines 1-5), Balzer does not specify that the test is only designated as 
a pass when all of the resources pass the test with the resources selected such that 
a probability value of an outcome equals a value. 

Cheong teaches a control system and method for semiconductor integrated 
circuit test processes comprising a plurality of resources undergoing testing (column 
4, lines 21-31) and selecting a plurality of the resources to be binned (column 4, 
lines 42-50) such that a probabilistic value of an outcome of the performance of the 
test approximately equals a value for each bin (column 4, lines 61-63 and column 5, 
lines 45-63), wherein the decision for one of the bins is designated as a pass when 
all of the resources pass the test (column 2, lines 45-54 and column 8, lines 5-8). 
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It would have been obvious to one having ordinary skill in the art to modify the 
invention of Balzer to specify that the test is only designated as a pass when all of 
the resources pass the test with the resources selected such that a probability value 
of an outcome equals a value, as taught by Cheong, because Balzer does teach 
performing a test on multiple resources and Cheong suggests that the combination 
would have improved the method of Balzer by providing the user with the ability 
select resources with a probability of producing a predetermined value to allow the 
user to determine when the resources meet a high enough test passing rate to 
warrant mass production (column 7, lines 46-51 and column 8, lines 24-35) with a 
test passing rate controllable to 100% as determined by the user based on the type 
of device being tested (column 2, lines 45-54 and column 8, lines 5-8). 

11. Claim 9 Is rejected under 35 U.S.C. 103(a) as being unpatentable over Balzer in 
view of Cheong and further in view of U.S. Patent No. 5,659,555 to Lee et al. 

As noted above, the invention of Balzer and Cheong teaches many of the 
features of the claimed invention and while the invention of Balzer and Cheong does 
teach performing a test on multiple DUTs/resources, the combination does not 
specify that the resources be selected for testing using a graph walking system. 

Lee teaches a method and apparatus for testing protocol including a plurality of 
device states to be tested (column 5, lines 61-65) with the plurality of states 
represented as a graph (column 6, lines 26-31) and performing a graph walking to 
select the states to be tested (column 7, lines 3-16). 
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It would have been obvious to one having ordinary skill in the art to modify the 
invention of Balzer and Cheong to specify that the resources be selected using a 
graph walking system, as taught by Lee, because the invention of Balzer and 
Cheong does teach performing a test on multiple resources and, as suggested by 
Lee, the combination would have improved the efficiency of testing multiple devices 
by providing means for insuring that each resource of the group of resources is 
tested, but not repeatedly tested (column 7, lines 3-16 and column 8, lines 31-36). 

12. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Balzer in 
view of U.S. Patent No. 5,659,555 to Lee et al. 

As noted above, the invention of Balzer teaches many of the features of the 
claimed invention and while the invention of Balzer does teach performing a test on 
multiple DUTs/resources, Balzer does not specify that the resources be selected for 
testing using a graph walking system. 

Lee teaches a method and apparatus for testing protocol including a plurality of 
device states to be tested (column 5, lines 61-65) with the plurality of states 
represented as a graph (column 6, lines 26-31) and performing a graph walking to 
select the states to be tested (column 7, lines 3-16). 

It would have been obvious to one having ordinary skill in the art to modify the 
invention of Balzer to specify that the resources be selected using a graph walking 
system, as taught by Lee, because Balzer does teach performing a test on multiple 
resources and, as suggested by Lee, the combination would have improved the 
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efficiency of testing multiple devices by providing means for insuring that each 
resource of the group of resources is tested, but not repeatedly tested (column 7, 
lines 3-16 and column 8, lines 31-36). 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. 

U.S. Patent No. 5,822,218 to Moosa et al. teaches systems, methods, and 
computer program products for prediction of defect-related failures in integrated 
circuits. 

U.S. Patent No. 6,691,249 to Barford et al. teaches probabilistic diagnosis, in 
particular for embedded and remote applications. 

U.S. Patent No. 6,072,574 to Zeimantz teaches an integrated circuit defect 
review and classification process. 

U.S. Patent No. 5,815,654 to Bieda teaches a method for determining software 
reliability. 

U.S. Patent No. 6,707,936 to Winter et al. teaches a method and apparatus for 
predicting device yield form a semiconductor wafer including a teaching that a 
success probability is calculated by taking one minus a failure probability. 

U.S. Patent Application Publication No. 2003/0172074 to Highleyman et al. 
teaches a method of increasing system availability by splitting a system including a 
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teaching that a probability that a system is down is equal to the probability of one 
minus the probability that a system is operational. 

U.S. Patent Application Publication No. 2003/0126103 to Chen et al. teaches an 
agent using detail predictive model including a teaching that the probability of an 
order being cancelled is equal to one minus the probability of an order being 
created. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey R. West whose telephone number is 
(571)272-2226. The examiner can normally be reached on Monday through Friday, 
8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Marc S. Hoff can be reached on (571)272-2216. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273- 
8300. 
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